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DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment was received on 8/7/2008, and has been entered and 
made of record. Currently, claims 1-1 1 and 13-23 are pending for further examination in 
this Action. 



Response to Remark/Arguments 

2. Response to Remarks. 

• Applicant's arguments, "Rejection Under 35 U.S.C. § 1 12, first paragraph", 
pages 2-4, Remark, with respect to claims 1-1 1 and 13-23 have been fully 
considered and are persuasive. The rejection of claims 1-1 1 and 13-23 
under 35 U.S.C. § 112 first paragraph has been withdrawn. 

• Applicant's arguments, "Rejection Under 35 U.S.C. § 1 12, second 
paragraph", page 4, Remark, with respect to claims 1-1 1 and 13-23 have 
been fully considered and are persuasive. The rejection of claims 1-1 1 
and 13-23 under 35 U.S.C. § 112 Second Paragraph has been withdrawn. 

However, the instant invention is unpatentable over Inoue et al (US 6,456,388) in 
view by Tyler et al (US 5,638,498). Detail examination of the instant invention is 
presented in the following sections. 
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Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 13-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows: 

Claim 22 is directed to a computer readable medium claim, in which a computer 
readable medium storing program code for causing an image forming apparatus to 
launch an application. Since "a computer-readable medium" is not defined in the 
disclosure, "a computer readable medium" could just be a form of signal carrying data to 
program a processor. For instance, a client computer machine can send a request 
signal to a server (another computer machine) requesting for printing a print job. A 
"signal" is not a process because it is not a series of steps per se. Furthermore, a 
"signal" is not a "machine", "composition of matter" nor a "manufacture" because these 
statutory classes "relate to structural entities and can be grouped as 'product' claims in 
order to contrast them with process claims." (1 D. Chisum, Patents § 1 .02 (1994)). 
Machines, manufactures and compositions of matter are embodied by physical 
structures or material, whereas a "signal" has neither a physical structure nor a tangible 
material. That is, a "signal" is not a "machine" because it has no physical structure, and 
does not perform any useful, concrete and tangible result. Likewise, a "signal" is not a 
"composition of matter" because it is not "matter", but rather a form of energy. Finally, a 
"signal" is not a "manufacture" because all traditional definitions of a "manufacture" have 
required some form of physical structure, which a claimed signal does not have. 
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A "manufacture" is defined as "the production of articles for use from raw 
materials or prepared materials by giving to these materials new forms, qualities, 
properties, or combinations, whether by hand-labor or by machinery." Diamond 
v. Chakrabarty, 447 U.S. 303, 308, 206 USPQ 193, 196-97 (1980) (quoting 
American Fruit Growers, Inc. v. Brogdex Co., 283 U.S. 1,11,8 USPQ 131, 133 
(1931). 



Therefore, a "signal" is considered non-statutory because it is a form of energy, 

in the absence of any physical structure or tangible material, that does not fall within any 

of the four statutory classes of 35 U.S.C. §101. 

Claims 13-21 are rejected under 35 U.S.C. 101 because of their dependency to 
claim 22. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



6. Claims 1, 3-9, 11 and 14-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iwata (US 6,697,847) in view of Yang ihara et al (US 6,161,102) 
Regarding claim 1 . 

Iwata' 847 discloses an image forming apparatus (Information Process System 
of Figs. 9 & 39, and block diagram arrangement of Information Process System is 
disclosed in col 14, lines 62-67) that includes service modules (e.g. Agent 300 of Fig. 
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20) for performing system side processes on image formation, wherein applications can 
be added to the image forming apparatus separately from the service modules (e.g. by 
downloading software or an application from a computer of Fig. 2, col 25, lines 
22-44), the image forming apparatus comprising: an application launch part (Display 
Data Getting part and LAN Interface of Figs. 44 & 47) configured to launch the one or 
more applications from the auxiliary storage device () (e.g. downloading software 
from a computer, col 25, line 22 to col 26, line 26) wherein the service modules are 
stored in a memory distinct from the auxiliary storage device (e.g. hard disk 38 of Fig. 
40) (Iwata' 847 discloses an Agent, Agent 300, for handling software downloading, 
a control panel with a display for displaying information including data 
transmission and the Agent 300 is a software which stored inside Printer Module 
of Fig. 10, col 13, lines 14-60, and Figs. 5, 6 & 7 for the 1 st embodiment and Figs. 
20 & 21, col 18, line 43 to col 19, line 6 for the 4 th embodiment). 

Iwata' 847 does not explicitly disclose accessing launch selection information, 
and the launch selection information indicating one or more applications. 

Yangihara' 102 teaches accessing launch selection information (e.g. launching 
server and client searching applications and select a searching server, Figs. 3a & 
6, col 15, lines 15-38), and the launch selection information indicating one or more 
applications (Step 603 of Fig. 6 indicates that the launch selection information 
provides a searching server to client user for selection, in addition, a window of 
Fig. 4A is provided for user to select the appropriate information such an 
application or a document, col 15, lines 15-38). 
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Having an image forming apparatus of Iwata' 847 reference and then given the 
well-established teaching of Yangihara' 102 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
image forming apparatus of Iwata' 847 reference to include accessing launch selection 
information, and the launch selection information indicating one or more applications as 
taught by Yangihara' 102 reference since doing so would increase the versatility of the 
image forming apparatus and further the services provided could easily be established 
for one another with predictable results. 

Regarding claim 3, in accordance with claim 1. 

Iwata' 847 discloses a part for displaying a setting screen for setting the launch 
selection information on a display part of the image forming apparatus (e.g. a display 
data getting device for getting the display data from the storage device, Abstract, 
col 3, lines 13-15), and storing information input from the setting screen as the launch 
selection information (e.g. a storage device installed in each of the information 
processing modules for storing display data, Abstract, col 2, lines 66-67). 

Regarding claim 4, in accordance with claim 1. 

Iwata' 847 discloses wherein the application launch part (Display Data Getting 
Part and LAN Interface of Figs. 44 & 47) launches the application by referring to 
information on the application (downloading a software must refer to a specific 
application, col 25, lines 22-50 and Steps of Fig. 28 & col 20, lines 25-36). 

Regarding Claim 5, in accordance with claim 4. 
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Iwata' 847 discloses wherein the information referred to by the application launch 
part is address information of the application (e.g. managing addresses of modules, 
Fig. 28, col 20, lines 25-36). 

Regarding Claim 6, in accordance with claim 1 . 

Iwata' 847 discloses wherein the application launch part determines whether the 
application is installed at the location according to presence or absence of 
predetermined information on the application, and the application launch part launches 
the application if the application is installed at the location (Iwata' 847 discloses steps 
of software downloading verification including addresses, whether is an error in 
downloading, and determining whether or not the requested display data 
incorporating with printer state, etc. Figs. 3, 28 & 48, col 12, lines 44-53, col 20, 
lines 25-36 and col 25, lines 22-50). 

Regarding Claim 7, in accordance with claim 1. 

Iwata' 847 discloses wherein the application launch part refers to setting 
information including information indicating whether a predetermined application is to be 
launched, and the application launch part launches the predetermined application if the 
setting information includes information indicating the predetermined application is to be 
launched (e.g. display data getting part in getting display data is based on 
predetermined command, col 12, lines 9-18). 

Regarding Claim 8, in accordance with claim 1 . 

Iwata' 847 discloses wherein the application launch part refers to setting 
information including information indicating applications to be launched, and the 
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application launch part launches the application indicated in the information (e.g. 
display data getting part allow use to determine what data or application to be 
download, Figs. 8 & 48, col 25, line 22 to col 26, line 26). 

Regarding Claim 9, in accordance with claim 8. 

Iwata' 847 discloses a part for displaying a setting screen for setting the setting 
information on a display part of the image forming apparatus (Figs. 44 and 48 disclose 
display functions), and storing information input from the setting screen as the setting 
information (display data information is stored by storing means, col 12, lines 9- 
53). 

Regarding Claim 11. 

Iwata' 847 discloses wherein the image forming apparatus receives an 
application from the computer connected to the image forming apparatus via a network 
by using an http protocol or an ftp protocol, and the application launch part launches the 
received application (e.g. computer and printer are connected to the same network 
and they communicate each other through the network as shown in Figs. 2 & 48, 
and HTTP protocol is used, col 1, lines 40-44). 

Regarding Claim 22. 

Claim 22 is directed to a computer readable medium claim which substantially 
corresponds to operation of the device in claim 1, with processing steps directly 
corresponding to the function of device elements in claim 1 . Thus, claim 22 is rejected 
as set forth above for claim 1 . 

Regarding Claim 14, in accordance with claim 22. 
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Claim 3 recites identical features as claim 14, except claim 14 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 3 are 
also equally applicable to claim 14. 

Regarding Claim 15, in accordance with claim 22. 

Claim 4 recites identical features as claim 15, except claim 15 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 4 are 
also equally applicable to claim 15. 

Regarding Claim 16, in accordance with claim 16. 

Claim 5 recites identical features as claim 16, except claim 16 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 5 are 
also equally applicable to claim 16. 

Regarding Claim 17, in accordance with claim 22. 

Claim 6 recites identical features as claim 17, except claim 17 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 6 are 
also equally applicable to claim 17. 

Regarding Claim 18, in accordance with claim 22. 

Claim 7 recites identical features as claim 18, except claim 18 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 7 are 
also equally applicable to claim 18. 

Regarding Claim 19, in accordance with claim 22. 



Application/Control Number: 10/621,448 Page 10 

Art Unit: 2625 

Claim 8 recites identical features as claim 19, except claim 19 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 8 are 
also equally applicable to claim 19. 

Regarding Claim 20, in accordance with claim 19. 

Claim 9 recites identical features as claim 20, except claim 20 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 9 are 
also equally applicable to claim 20. 

Regarding Claim 21 , in accordance with claim 13. 

Claim 1 1 recites identical features as claim 21 , except claim 21 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 1 1 
are also equally applicable to claim 21 . 

7. Claims 2 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwata (US 6,697,847) in view of Yangihara et al (US 6,161 ,1 02) as applied to claims 1 
and 22 above, and further in view of Washino et al (US 5,537,1 57) 
Regarding claim 2, in accordance with claim 1 . 

Iwata' 847 discloses wherein the auxiliary storage device is at least one of a hard 
disk device (Hard Disk 38 of Fig. 40, col 23, lines 55-63 and col 24, lines 48-51), and 
a computer connected to the image forming apparatus via a network (e.g. a computer 
connected to a network which is also connected with a printer, col 12, lines 34-38 
and Fig. 2). 
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Iwata' 847 does not explicitly disclose a recording medium removable from the 
image forming apparatus without disassembling any other portion of the image forming 
apparatus. 

Washino' 157 teaches a recording medium removable from the image forming 
apparatus without disassembling any other portion of the image forming apparatus 
(with removable hard disk or disk drives with removable media does not require 
to disassembling any portion of the image forming apparatus, col 4, lines 44-53). 

Having an image forming apparatus of Iwata' 847 reference and then given the 
well-established teaching of Washino' 157 reference, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the image 
forming apparatus of Iwata' 847 reference to include a recording medium removable 
from the image forming apparatus without disassembling any other portion of the image 
forming apparatus as taught by Washino' 157 reference since doing so would increase 
the accessibility of updating software of the image forming apparatus without 
disassembling the apparatus and further the services provided could easily be 
established for one another with predictable results. 

Regarding Claim 13, in accordance with claim 22. 

Claim 2 recites identical features as claim 13, except claim 13 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 2 are 
also equally applicable to claim 13. 
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8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwata 
(US 6,697,847) in view of Yangihara et al (US 6,1 61 ,1 02) as applied to claim 1 above, 
and further in view of Kimura (US 6,226,097). 

Regarding Claim 10, in accordance with claim 1. 

Iwata' 847 does not disclose that the image forming apparatus further comprising 
a virtual application service that operates as a client process for the services modules 
and operates as a server process for the applications, wherein the virtual application 
service includes the application launch part. 

Kimura' 097 discloses a print interrupt method, in that he teaches the image 
forming apparatus further comprising a virtual application service (e.g. a virtual 
server/virtual print spooler/virtual print server provide virtual application 
services; Figures 1, 7 & 8 col 6, lines 4-13) that operates as a client process for the 
services modules (Figures 7 & 10, col 6, lines 1-13 & col 7, lines 13-38) and operates 
as a server process for the applications, wherein the virtual application service includes 
the application launch part (e.g. execute various types of programs such as 
application; Figure 1, col 4, lines 15- 36). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have modified the combination of Iwata' 847 and Yangihara' 102 
to include the image forming apparatus further comprising a virtual application service 
that operates as a client process for the services modules and operates as a server 
process for the applications, wherein the virtual application service includes the 
application launch part taught by Kimura' 097 because it is capable of continuing normal 
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printing even if a user request interruption of data transmission and performs the next 
printing (col 1, lines 43-46). 

9. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwata 
(US 6,697,847) in view of Yangihara et al (US 6,161,102) and further in view of 
Washino et al (US 5,537,157) 
Regarding claim 23. 

Iwata' 847 discloses an image forming apparatus (Information Process System 
of Figs. 9 & 39, and block diagram arrangement of Information Process System is 
disclosed in col 14, lines 62-67) that includes service modules (e.g. Agent 300 of Fig. 
20) for performing system side processes on image formation, wherein applications can 
be added to the image forming apparatus separately from the service modules (e.g. by 
downloading software or an application from a computer of Fig. 2, col 25, lines 
22-44), the image forming apparatus comprising: an application launch part (Display 
Data Getting part and LAN Interface of Figs. 44 & 47) configured to launch the one or 
more applications from the auxiliary storage device () (e.g. downloading software 
from a computer, col 25, line 22 to col 26, line 26) wherein the service modules are 
stored in a memory distinct from the auxiliary storage device (e.g. hard disk 38 of Fig. 
40) (Iwata' 847 discloses an Agent, Agent 300, for handling software downloading, 
a control panel with a display for displaying information including data 
transmission and the Agent 300 is a software which stored inside Printer Module 
of Fig. 10, col 13, lines 14-60, and Figs. 5, 6 & 7 for the 1 st embodiment and Figs. 
20 & 21, col 18, line 43 to col 19, line 6 for the 4 th embodiment). 
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Iwata' 847 does not explicitly disclose accessing launch selection information, 
and the launch selection information indicating one or more applications and a recording 
medium removable from the image forming apparatus without disassembling any other 
portion of the image forming apparatus. 

Yangihara' 102 teaches accessing launch selection information (e.g. launching 
server and client searching applications and select a searching server, Figs. 3a & 
6, col 15, lines 15-38), and the launch selection information indicating one or more 
applications (Step 603 of Fig. 6 indicates that the launch selection information 
provides a searching server to client user for selection, in addition, a window of 
Fig. 4A is provided for user to select the appropriate information such an 
application or a document, col 15, lines 15-38); and 

Washino' 157 teaches a recording medium removable from the image forming 
apparatus without disassembling any other portion of the image forming apparatus 
(with removable hard disk or disk drives with removable media does not require 
to disassembling any portion of the image forming apparatus, col 4, lines 44-53). 

Having an image forming apparatus of Iwata' 847 reference and then given the 
well-established teaching of Yangihara' 102 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
image forming apparatus of Iwata' 847 reference to include accessing launch selection 
information, and the launch selection information indicating one or more applications as 
taught by Yangihara' 102 reference since doing so would increase the versatility of the 
image forming apparatus; and then to have modified the combination of Iwata' 847 
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reference and Yangihara' 102 reference to include a recording medium removable from 
the image forming apparatus without disassembling any other portion of the image 
forming apparatus as taught by Washino' 157 reference since doing so would increase 
the accessibility of updating software of the image forming apparatus without 
disassembling the apparatus, and further the services provided could easily be 
established for one another with predictable results. 
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Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Kau whose telephone number is 571-270-1 120 
and fax number is 571 -270-21 20. The examiner can normally be reached on M-F, 
8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/Steven Kau/ 
Examiner, Art Unit 2625 
11/26/2008 

/David K Moore/ 

Supervisory Patent Examiner, Art Unit 2625 



